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DETAILED ACTION 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 123-130 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
Application Publication Number 2002/0003095 to Jaeb et al. 

Jaeb et al. also disclose a key arrangement (24) for at least one of locking and unlocking a 
container (10), the container having a receptacle, wherein the receptacle has an open 
configuration (figure 1) which allows access to an asset and a closed configuration (figure 3) 
which encloses the asset, and the container having a locking member (18) that is configured to 
move between an unlocked position in which the receptacle is in the open configuration and a 
locked position which locks the receptacle in the closed configuration (22), wherein the locking 
member has at least one magnetically attractable portion (72), the key arrangement having a 
channel portion (figure 15), wherein the channel portion is configured to receive the container 
(figure 16), and at least one magnetic arrangement (90), wherein the at least one magnetic 
arrangement is configured to hold the at least one magnetically attractable portion of the locking 
member within a magnetic field created by the at least one magnetic arrangement while the 
container slides through the channel, thereby positioning the locking member in at least one of 
the locked and unlocked positions (figures 15-17), as in claim 123, wherein the locking member 
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has first and second magnetically attractable portions, the key arrangement further comprising 
first and second magnetic arrangements (90 and 90), wherein the first magnetic arrangement is 
configured to hold the first magnetically attractable portion of the locking member within a 
magnetic field created by the first magnetic arrangement (figure 18), and wherein the second 
magnetic arrangement is configured to hold the second magnetically attractable portion of the 
locking member within a magnetic field created by the second magnetic arrangement (figure 18), 
as in claim 124. 

Jaeb et al. further disclose the channel portion comprises a first wall portion and a second 
wall portion forming the channel therebetween (figure 15), wherein the first magnetic 
arrangement is situated within the first wall portion, and wherein the second magnetic 
arrangement is situated within the second wall portion (figure 18), as in claim 125, as well as the 
channel portion comprising a first wall portion and a second wall portion forming the channel 
therebetween (figure 15), wherein the channel has a first end and a second end, wherein the first 
magnetic arrangement is situated within the first wall portion at the first end of the channel 
(figure 18), and wherein the second magnetic arrangement is situated within the second wall 
portion at the second end of the channel (figure 18), as in claim 126. 

The recitation that the entirety of the locking member is internal to the container in the 
unlocked position has been given little patentable weight because it has been held that a 
preamble is denied the effect of a limitation where the claim is drawn to a structure and the 
portion of the claim following the preamble is self-contained description of the structure not 
depending for completeness upon the introductory clause. 
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Jaeb et al. additionally disclose a method for at least one of locking and unlocking a 
container (10), the container having a receptacle, wherein the receptacle has an open 
configuration which allows access to an asset and a closed configuration which encloses the 
asset, and the container having a locking member (18) that is configured to move between an 
unlocked position in which the receptacle is in the open configuration and a locked position 
which locks the receptacle in the closed configuration (22), wherein the locking member has at 
least one magnetically attractable portion (72), the method provides a key arrangement (24) 
having a channel portion (figure 15) and at least one magnetic arrangement (90), positioning the 
container within the channel portion (figure 16), holding the at least one magnetically attractable 
portion of the locking member within a magnetic field created by the at least one magnetic 
arrangement (figure 16), and while holding the at least one magnetically attractable portion of 
the locking member within the magnetic field created by the at least one magnetic arrangement, 
sliding the container through the channel such that the locking member attains at least one of the 
locked and unlocked positions (figure 17), as in claim 127, wherein the locking member has first 
and second magnetically attractable portions (72), wherein the key arrangement has first and 
second magnetic arrangements (90), and wherein the holding the at least one magnetically 
attractable portion of the locking member within a magnetic field created by the at least one 
magnetic arrangement further holds the first magnetically attractable portion of the locking 
member within a magnetic field created by the first magnetic arrangement (figure 18), and 
holding the second magnetically attractable portion of the locking member within a magnetic 
field created by the second magnetic arrangement (figure 18), as in claim 128. 
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Jaeb et al. also disclose 129. The method of claim 128, wherein the channel portion 
comprises a first wall portion and a second wall portion forming the channel therebetween 
(figure 15), wherein the first magnetic arrangement is situated within the first wall portion, and 
wherein the second magnetic arrangement is situated within the second wall portion (figure 18), 
as in claim 129, as well as the channel portion comprises a first wall portion and a second wall 
portion forming the channel therebetween (figure 1 5), wherein the channel has a first end and a 
second end, wherein the first magnetic arrangement is situated within the first wall portion at the 
first end of the channel, and wherein the second magnetic arrangement is situated within the 
second wall portion at the second end of the channel (figure 18), as in claim 130. 

The recitation that the entirety of the locking member is internal to the container in the 
unlocked position has been given little patentable weight because it has been held that a 
preamble is denied the effect of a limitation where the claim is drawn to a method and the 
portion of the claim following the preamble is self-contained description of the method not 
depending for completeness upon the introductory clause. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1-17, 19-26, 29-33, 35-36, 38-63, 65-87, 90-93, 95-96, and 107-122 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent Application Publication Number 
2002/0003095 to Jaebetal. 

Jaeb et al. disclose a lockable container (10) for securing an asset therein, comprising a 
first cover (12), a second cover (14) coupled to the first cover, wherein the first and second 
covers are configured to move between an open position which allows access to the asset, and a 
closed position which encloses the asset, a locking mate arrangement (50 and 54) operatively 
coupled to at least one of the first and second covers, and a locking member (18), wherein the 
locking member is configured to move between an unlocked position in which the first and 
second covers can move to the open position and a locked position which locks the first and 
second covers in the closed position (22), and wherein the locking member is internal to the 
container in the unlocked position (figures 6-7), as well as an actuation member on the distal end 
of the locking member (figure 10) extends beyond the container when in the unlocked position, 
as in claim 1. However, Jaeb et al. do not disclose the entirety of the locking member being 
internal to the container in the unlocked position. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to omit the actuation member from 
the distal end of the locking member, and actuate the locking member by means of the unlocking 
pin of the key to move the locking member into both the locked and unlocked positions, since it 
has been held that omission of an element and its function in a combination where the remaining 
elements perform the same functions as before involves only routine skill in the art. In re 
Karlson, 136USPQ 184. 
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Jaeb et al. additionally disclose the locking member engages the locking mate 
arrangement when the locking member is in the locked position (figures 6-8), as in claim 2, and 
wherein the locking member is configured to be acted upon by an external key arrangement (24) 
to selectively position the locking member into one of the locked position and the unlocked 
position with respect to the locking mate arrangement (figures 16-17), as in claim 3, wherein the 
first cover is pivo tally coupled (16) to the second cover, as in claim 4, as well as the locking 
mate arrangement being formed as part of the first and second covers (figures 1 and 2), and 
wherein the locking member is detachably coupled to the second cover (figures 6-8), as in claim 
5, wherein the locking mate arrangement has at least one tab (54) formed in the first cover and at 
least one corresponding tab (50) formed in the second cover, as in claim 6, and the at least one 
tab formed in the first cover and the at least one corresponding tab formed in the second cover 
are in an adjacent relationship when the first and second covers are in the closed position (figures 
7-8), as in claim 7, wherein at least a portion of the locking member has an I-beam construction 
(figures 4 and 5) with a recess formed therein, as in claim 8, and the at least one tab formed in 
the first cover and the at least one corresponding tab formed in the second cover are located in 
the recess and prevented from separating when the locking member is in the locked position 
(figure 8), as in claim 9. 

Jaeb et al. also disclose the first cover has at least one pair of top closing walls (32) and 
the second cover has at least one pair of bottom closing walls (38), and wherein the top and 
bottom pairs of closing walls are disposed so that each of the respective top and bottom closing 
walls sits behind the other of the respective top and bottom closing walls when the first cover is 
closed'upon the second cover (figures 1-3), thereby forming a double wall so that each of the 
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respective top and bottom closing walls substantially overlaps a major portion of the height of 
the other of the respective top and bottom closing walls, as in claim 10, wherein each of the at 
least one pair of top closing walls and each of the at least one pair of bottom closing walls 
extends the entire width of the respective first and second covers (figure 1), as in claim 11, and 
where each of the at least one pair of top closing walls and each of the at least one pair of bottom 
closing walls extends substantially the entire width of the respective first and second covers 
(figures 1), as in claim 12, as well as the first cover has at least one pair of top closing walls (32), 
wherein the second cover has top and bottom edges (42) that meet a backside of the second 
cover, and wherein the at least one pair of top closing walls meets the second cover at the top and 
bottom edges to form respective seam portions (figures 2-3), as in claim 13, and where the first 
cover has at least one pair of top closing walls (32), wherein the second cover has top and bottom 
edges (42) that substantially meet a backside of the second cover, and wherein the at least one 
pair of top closing walls meets the second cover at the top and bottom edges to form respective 
seam portions (figures 2-3), as in claim 14. 

Jaeb et al. further disclose the locking member engages the locking mate arrangement 
when the locking member is in the locked position, wherein the locking member is configured to 
be acted upon by an external key arrangement (24) to selectively position the locking member 
into one of the locked position and the unlocked position with respect to the locking mate 
arrangement (figures 15-17), and wherein the locking mate arrangement is formed as part of the 
first cover and the locking member is detachably coupled to the second cover (figures 1, 4 and 
5), as in claim 15, wherein the locking member has at least one tab (54), and wherein the locking 
mate arrangement has at least one corresponding loop (64), as in claim 16, and the at least one 
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tab is configured to engage the at least one corresponding loop when the locking member is in 
the locked position (figure 8), as in claim 17. 

Jaeb et al. additionally disclose the locking member having at least one engagement 
structure (64) and the locking mate arrangement having at least one corresponding engagement 
structure (50 and 54), and wherein the engagement structure of the locking member is configured 
to engage the corresponding engagement structure of the locking mate arrangement (figure 8), as 
in claim 19, wherein the locking member has a stopping arrangement (figures 1 1 and 14) which 
selectively blocks the locking member from moving into the locked and unlocked positions, as in 
claim 20, wherein the at least one engagement structure of the locking member has at least one 
first magnetically attractable portion (72) configured to magnetically interact with a 
corresponding first magnet arrangement (90) of the external key arrangement, as in claim 21, as 
well as the stopping arrangement having at least one resilient locked position flange (72) biased 
into a locked state, wherein the container has a corresponding locked position tab (70), and 
wherein the locked position flange is configured to selectively engage the corresponding locked 
position tab to prevent the locking member from sliding into the unlocked position once in the 
locked position (figures 1 1 and 14), as in claim 22, and where the resilient locked position flange 
has at least one second magnetically attractable portion (72) configured to magnetically interact 
with a corresponding second magnet arrangement (90) of the external key arrangement, the 
magnetic interaction between the second magnetically attractable portion and the second magnet 
arrangement of the external key arrangement causing the resilient locked position flange to bend 
toward the external key arrangement (figure 18), as in claim 23. 
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Jaeb et al. also disclose the first magnetically attractable portion is selected from a group 
consisting of a steel pin, a metallic pin, a metallic insert, a magnetic insert, and any combination 
thereof (paragraph 0039, lines 3-5), as in claim 24, and where the second magnetically attractable 
portion is selected from a group consisting of a steel pin, a metallic pin, a metallic insert, a 
magnetic insert, and any combination thereof (paragraph 0039, lines 3-5), as in claim 25, and 
where the stopping arrangement has at least one resilient unlocked position flange (72) biased into 
an unlocked state, wherein the container has a corresponding unlocked position tab (70), and 
wherein the unlocked position flange is configured to selectively engage the corresponding 
unlocked position tab to prevent the locking member from sliding into the locked position once in 
the unlocked position (figure 14), as in claim 26, as well as the external key arrangement interacts 
with the at least one corresponding engagement structure and the at least one stopping 
arrangement of the locking member to selectively move the locking member into the locked and 
unlocked positions (figures 1 1 and 14), as in claim 29, wherein the external key arrangement 
simultaneously interacts with the at least one corresponding engagement structure and the at least 
one stopping arrangement (figures 15-17), as in claim 30. 

Jaeb et al. further disclose the locking member engages the locking mate arrangement 
when the locking member is in the locked position, and wherein the locking member is 
configured to be acted upon by an external magnetic key arrangement (24) to selectively position 
the locking member into one of the locked position and the unlocked position with respect to the 
locking mate arrangement, as in claim 31, as well as the locking member not being viewable 
from the outside of the container when the first and second covers are in the closed position 
(figures 2-3), as in claim 32, and where the container is sized as a standard library case 
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(paragraph 0003), as in claim 33, wherein at least one of the first and second covers has a 
transparent portion (paragraph 0031, lines 7-11) configured to permit a user to view the asset in 
the container, as in claim 35, and where at least one of the first and second covers has a 
transparent jacket (paragraph 0031, lines 7-1 1) to display information materials related to the 
asset to a user, as in claim 36, and the container having at least one status window (68), wherein 
the locking member has an indicator (66), and wherein the indicator is configured to 
communicate to a user via the status window the unlocked or locked status of the container in 
accordance with a position of the locking member (figure 12), as in claim 38. 

Jaeb et al. additionally disclose a method for securing an asset within a container, 
comprising providing a lockable container (10) having a first cover (12), a second cover (14) 
coupled to the first cover, a locking mate arrangement (50 and 54) operatively'coupled to at least 
one of the first and second covers, and a locking member (18), wherein the first and second 
covers are in a closed position which encloses the asset (figure 3), and wherein the locking 
member is in an unlocked position in which the first and second covers can move to an open 
position (figures 1 and 2) and in which the locking member is internal to the container (figures 2 
and 3) and an actuation member on the distal end of the locking member (figure 10) extends 
beyond the container when in the unlocked position, and moving the locking member from the 
unlocked position to a locked position to lock the first and second covers in the closed position 
(22), as in claim 39. However, Jaeb et al. do not disclose the entirety of the locking member 
being internal to the container in the unlocked position. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to omit the actuation member 
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from the distal end of the locking member, and actuate the locking member by means of the 
unlocking pin of the key to move the locking member into both the locked and unlocked 
positions, since it has been held that omission of an element and its function in a combination 
where the remaining elements perform the same functions as before involves only routine skill in 
the art. In reKarlson, 136 USPQ 184. 

Jaeb et al. also disclose locking member from the unlocked position to the locked 
position comprises engaging the locking mate arrangement with the locking member (figures 6- 
8), as in claim 40, as well as the moving the locking member comprises acting upon the locking 
member with an external key arrangement (24) to move the locking member into the locked 
position with respect to the locking mate arrangement (figures 15-17), and engaging the locking 
mate arrangement with the locking member (figures 6-8), as in claim 41 . 

Jaeb et al. further disclose the locking mate arrangement is formed as part of the first and 
second covers (figure 1), and wherein the locking member is detachably coupled to the second 
cover (figures 2-5), as in claim 42, wherein the locking mate arrangement has at least one tab 
(54) formed in the first cover and at least one corresponding tab (50) formed in the second cover, 
as in claim 43, as well as the at least one tab formed in the first cover and the at least one 
corresponding tab formed in the second cover are in an adjacent relationship when the first and 
second covers are in the closed position (figures 6-7), as in claim 44, and where at least a portion 
of the locking member has an I-beam construction (figures 4 and 5) with a recess formed therein, 
as in claim 45, as well as the at least one tab formed in the first cover and the at least one 
corresponding tab formed in the second cover are located in the recess and prevented from 
separating when the locking member is in the locked position (figure 8), as in claim 46. 
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Jaeb et al. additionally disclose the first cover having at least one pair of top closing walls 
(32) and the second cover has at least one pair of bottom closing walls (38), and wherein the top 
and bottom pairs of closing walls are disposed so that each of the respective top and bottom 
closing walls sits behind the other of the respective top and bottom closing walls when the first 
cover is closed upon the second cover (figures 2 and 3), thereby forming a double wall so that 
each of the respective top and bottom closing walls substantially overlaps a major portion of the 
height of the other of the respective top and bottom closing walls, as in claim 47, wherein each of 
the at least one pair of top closing walls and each of the at least one pair of bottom closing walls 
extends the entire width of the respective first and second covers (figure 1), as in claim 48, and 
each of the at least one pair of top closing walls and each of the at least one pair of bottom 
closing walls extends substantially the entire width of the respective first and second covers 
(figure 1), as in claim 49. 

Jaeb et al. also disclose the first cover having at least one pair of top closing walls (32), 
wherein the second cover has top and bottom edges (42) that meet a backside of the second 
cover, and wherein the at least one pair of top closing walls meets the second cover at the top and 
bottom edges to form respective seam portions (figures 2-3), as in claim 50, as well as the first 
cover having at least one pair of top closing walls (32), wherein the second cover having top and 
bottom edges (42) that substantially meet a backside of the second cover, and wherein the at least 
one pair of top closing walls meeting the second cover at the top and bottom edges to form 
respective seam portions (figures 2-3), as in claim 51. 

Jaeb et al. also disclose the locking mate arrangement is formed as part of the first cover 
(figure 1) and the locking member is detachably coupled to the second cover (figures 2-5), and 
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wherein the moving the locking member comprises acting upon the locking member with an 
external key arrangement (24) to move the locking member into the locked position with respect to 
the locking mate arrangement, and engaging the locking mate arrangement with the locking 
member (figures 15-17), as in claim 52, wherein the locking member has at least one tab (54), and 
wherein the locking mate arrangement has at least one corresponding loop (64), as in claim 53, as 
well as moving the locking member from the unlocked position to the locked position further 
comprises engaging the at least one loop of the locking member with the corresponding at least one 
tab of the locking mate arrangement (figure 8), as in claim 54. 

Jaeb et al. further disclose the locking member has at least one engagement structure (64) 
and the locking mate arrangement has at least one corresponding engagement structure (50 and 
54), and wherein the moving the locking member from the unlocked position to the locked position 
further comprises engaging the corresponding engagement structure of the locking mate 
arrangement with the engagement structure of the locking member (figure 8), as in claim 55, 
wherein the locking member has a stopping arrangement (figures 1 1 and 14) which selectively 
blocks the locking member from moving into the locked and unlocked positions, as in claim 56, 
as well as the at least one engagement structure of the locking member has at least one first 
magnetically attractable portion (72) configured to magnetically interact with a corresponding 
first magnet arrangement (90) of the external key arrangement, as in claim 57, and where the 
stopping arrangement has at least one resilient locked position flange (72) biased into a locked 
state, wherein the container has a corresponding locked position tab (70), the method further 
comprising engaging the locked position tab with the corresponding locked position flange to 
prevent the locking member from sliding into the unlocked position once in the locked position 
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(figures 1 1 and 14), as in claim 58, as well as the resilient locked position flange has at least one 
second magnetically attractable portion (72) configured to magnetically interact with a 
corresponding second magnet arrangement (90) of the external key arrangement (figure 18), the 
method further comprising causing the resilient locked position flange to bend toward the 
external key arrangement due to the magnetic interaction between the second magnetically 
attractable portion and the second magnet arrangement of the external key arrangement (figures 
15-18), as in claim 59. 

Jaeb et al. additionally disclose moving the locking member comprises engaging the at 
least one corresponding engagement structure and the at least one stopping arrangement with the 
external key arrangement to move the locking member into the locked position (figures 15-17), 
as in claim 60, wherein the moving the locking member further comprises simultaneously 
engaging the at least one corresponding engagement structure and the at least one stopping 
arrangement with the external key arrangement (figures 15-17), as in claim 61. 

Jaeb et al. also disclose moving the locking member comprises acting upon the locking 
member with an external magnetic key arrangement (24) to position the locking member into the 
locked position with respect to the locking mate arrangement (figure 1 1 and 14), and engaging 
the locking mate arrangement with the locking member when the locking member is in the 
locked position (figure 8), as in claim 62, and where the locking member is not viewable from 
the outside of the container when the first and second covers are in the closed position (figures 2- 
3), as in claim 63, as well as the container having at least one status window (68), wherein the 
locking member has an indicator (66), the method further communicating to a user with the 
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indicator via the status window the unlocked or locked status of the container in accordance with 
the position of the locking member (figure 12), as in claim 65. 

Jaeb et al. further disclose a method for accessing an asset from within a container, 
comprising providing a lockable container (10) having a first cover (12), a second cover (14) 
coupled to the first cover, a locking mate arrangement (50 and 54) operatively coupled to at least 
one of the first and second covers, and a locking member (18), wherein the first and second 
covers are in a closed position which encloses the asset (figure 3), and wherein the locking 
member is in a locked position which locks the first and second covers in the closed position 
(figure 8), and moving the locking member from the locked position to an unlocked position in 
which the first and second covers can move to an open position (figures 15-17), wherein the 
locking member is internal to the container in the unlocked position (figure 2), where an 
actuation member on the distal end of the locking member (figure 10) extends beyond the 
container when in the unlocked position as in claim 66. However, Jaeb et al. do not disclose the 
entirety of the locking member being internal to the container in the unlocked position. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
omit the actuation member from the distal end of the locking member, and actuate the locking 
member by means of the unlocking pin of the key to move the locking member into both the 
locked and unlocked positions, since it has been held that omission of an element and its function 
in a combination where the remaining elements perform the same functions as before involves 
only routine skill in the art. In re Karlson, 136 USPQ 184. 
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Jaeb et al. additionally disclose the locking member engages the locking mate 
arrangement when the locking member is in the locked position (figure 8), as in claim 67, and 
the locking member engaging the locking mate arrangement when the locking member is in the 
locked position (figure 8), and wherein the moving the locking member comprises acting upon 
the locking member with an external key arrangement (24) to position the locking member into 
the unlocked position with respect to the locking mate arrangement (figure 15-17), as in claim 
68. 

Jaeb et al. also disclose the locking mate arrangement is formed as part of the first and 
second covers (figure 1), and wherein the locking member is detachably coupled to the second 
cover (figures 2-5), as in claim 69, wherein the locking mate arrangement has at least one tab 
(54) formed in the first cover and at least one corresponding tab (50) formed in the second cover, 
as in claim 70, and where the at least one tab formed in the first cover and the at least one 
corresponding tab formed in the second cover are in an adjacent relationship when the first and 
second covers are in the closed position (figures 6-7), as in claim 71, as well as at least a portion 
of the locking member having an I-beam construction (figures 4 and 5) with a recess formed 
therein, as in claim 72, wherein the at least one tab formed in the first cover and the at least one 
corresponding tab formed in the second cover are located in the recess and prevented from 
separating when the locking member is in the locked position (figure 6-8), as in claim 73. 

Jaeb et al. further disclose the first cover has at least one pair of top closing walls (32) 
and the second cover has at least one pair of bottom closing walls (38), and wherein the top and 
bottom pairs of closing walls are disposed so that each of the respective top and bottom closing 
walls sits behind the other of the respective top and bottom closing walls when the first cover is 
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closed upon the second cover (figures 2-3), thereby forming a double wall so that each of the 
respective top and bottom closing walls substantially overlaps a major portion of the height of 
the other of the respective top and bottom closing walls, as in claim 74, wherein each of the at 
least one pair of top closing walls and each of the at least one pair of bottom closing walls 
extends the entire width of the respective first and second covers (figure 1), as in claim 75, as 
well as each of the at least one pair of top closing walls and each of the at least one pair of 
bottom closing walls extends substantially the entire width of the respective first and second 
covers (figure 1), as in claim 76. 

Jaeb et al. additionally disclose the first cover has at least one pair of top closing walls 
(32), wherein the second cover has top and bottom edges (42) that meet a backside of the second 
cover, and wherein at least one pair of top closing walls meets the second cover at the top and 
bottom edges to form respective seam portions (figures 1-3), as in claim 77, as well as the first 
cover has at least one pair of top closing walls (32), wherein the second cover has top and bottom 
edges (42) that substantially meet a backside of the second cover, wherein at least one pair of top 
closing walls meets the second cover at the top and bottom edges to form respective seam 
portions (figures 1-2), as in claim 78. 

Jaeb et al. also disclose the locking mate arrangement is formed as part of the first cover 
and the locking member is detachably coupled to the second cover (figures 1-5), wherein the 
locking member engages the locking mate arrangement when the locking member is in the 
locked position (figure 8), and wherein the moving the locking member comprises acting upon 
the locking member with an external key arrangement (24) to position the locking member into 
the unlocked position with respect to the locking mate arrangement (figures 15-17), as in claim 
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79, wherein the locking member has at least one tab (54), and wherein the locking mate 
arrangement has at least one corresponding loop (64), as in claim 80, as well as the at least one 
tab is configured to engage the at least one corresponding loop when the locking member is in 
the locked position (figure 8), as in claim 81. 

Jaeb et al. further disclose the locking member having at least one engagement structure 
(64) and the locking mate arrangement has at least one corresponding engagement structure (50 
and 54), and wherein the engagement structure of the locking member is configured to engage 
the corresponding engagement structure of the locking mate arrangement (figure 8), as in claim 
82, and where the locking member has a stopping arrangement (figures 1 1 and 14) which 
selectively blocks the locking member from moving into the locked and unlocked positions, as in 
claim 83, and the at least one engagement structure of the locking member has at least one first 
magnetically attractable portion (72) configured to magnetically interact with a corresponding 
first magnet arrangement (90) of the external key arrangement, as in claim 84, and where the 
stopping arrangement has at least one resilient locked position flange (72) biased into a locked 
state, wherein the container has a corresponding locked position tab (70), and wherein the locked 
position flange is configured to selectively engage the corresponding locked position tab to 
prevent the locking member from sliding into the unlocked position when in the locked position, 
as in claim 85. 

Jaeb et al. additionally disclose the resilient locked position flange has at least one second 
magnetically attractable portion (72) configured to magnetically interact with a corresponding 
second magnet arrangement (90) of the external key arrangement, the magnetic interaction 
between the second magnetically attractable portion and the second magnet arrangement of the 



Application/Control Number: 10/723,91 1 Page 20 

Art Unit: 3676 

external key arrangement causing the resilient locked position flange to bend toward the external 
key arrangement (figure 18), as in claim 86, as well as the stopping arrangement has at least one 
resilient unlocked position flange (72) biased into an unlocked state, wherein the container has a 
corresponding unlocked position tab (70), the method further engaging the corresponding 
unlocked position tab with the unlocked position flange to prevent the locking member from 
sliding into the locked position once in the unlocked position (figures 1 1 and 14), as in claim 87. 

Jaeb et al. also disclose moving the locking member further comprisies engaging the at 
least one corresponding engagement structure and the at least one stopping arrangement of the 
locking member with the external key arrangement to move the locking member into the 
unlocked position (figures 1 1 and 14), as in claim 90, wherein the moving the locking member 
further comprises simultaneously engaging the at least one corresponding engagement structure 
and the at least one stopping arrangement of the locking member with the external key 
arrangement (figures 15-17), as in claim 91. 

Jaeb et al. further disclose the locking member engages the locking mate arrangement 
when the locking member is in the locked position (figure 8), and wherein the moving the 
locking member comprises acting upon locking member with an external magnetic key 
arrangement (24) to position the locking member into the unlocked position with respect to the 
locking mate arrangement (figures 15-17), as in claim 92, as well as the locking member not 
being viewable from the outside of the container when the first and second covers are in the 
closed position (figures 2-3), as in claim 93, and the container having at least one status window 
(68), wherein the locking member has an indicator (66), the method further communicating to a 
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user with the indicator via the status window the unlocked or locked status of the container in 
accordance with the position of the locking member (figure 9), as in claim 95. 

Jaeb et al. additionally disclose a lockable container (10) for securing an asset, 
comprising a base portion (12) having a locked position receptacle (70), a cover (14) pivotally 
coupled (16) to the base portion to enclose the asset in the container, a locking mate arrangement 
(50 and 54) coupled to at least one of the cover and the base portion, the locking mate-arrangement 
having at least one tab (54) portion, and a locking member (1 8) slidably coupled to at least one of 
the cover and the base portion (figures 3-5), the locking member being arranged within the 
container, having an actuation member on the distal end of the locking member (figure 10) 
extends beyond the container when in the unlocked position, and configured to detachably couple 
to the locking mate arrangement to secure the cover to the base portion (figures 2-3), thereby 
retaining the asset within the container, the locking member further comprising at least one 
engagement structure (64) configured to engage the at least one tab portion, at least one first 
magnetically attractable portion (72) configured to magnetically interact with a corresponding first 
magnet arrangement (90) of an external key arrangement (24), at least one resilient locked position 
flange (72) biased into a locking state, the locked position flange being configured to selectively 
engage the locked position receptacle to prevent the locking member from sliding into an unlocked 
position once in a locked position (figures 1 1 and 14), and wherein the locking member is 
configured to be acted upon by the external key arrangement to selectively position the locking 
member into one of the locked position and the unlocked position with respect to the locking mate 
arrangement (figures 15-17), as in claim 96. However, Jaeb et al. do not disclose the entirety of 
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the locking member being internal to the container in the unlocked position. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to omit the 
actuation member from the distal end of the locking member, and actuate the locking member by 
means of the unlocking pin of the key to move the locking member into both the locked and 
unlocked positions, since it has been held that omission of an element and its function in a 
combination where the remaining elements perform the same functions as before involves only 
routine skill in the art. In re Karlson, 136 USPQ 184. 

Jaeb et al. also disclose a system for securing and gaining access to an asset, comprising a 
lockable container (10) for securing an asset having a first cover (12), a second cover (14) 
pivotally coupled (16) to the first cover to enclose the asset within the container, a locking mate 
arrangement (50 and 54) coupled to at least one of the first and second covers, and a locking 
member (18) slidably coupled to at least one of the first and second covers, wherein the locking 
member is configured to detachably couple to the locking mate arrangement to secure the first 
cover to second cover (figures 6-8), thereby retaining the asset item within the container, and a 
key arrangement (24) for at least one of locking and unlocking the container, the key 
arrangement having a receptacle arrangement (figure 15) configured to receive the container, 
wherein the receptacle arrangement has at least one magnet arrangement (90) configured to at 
least one of lock and unlock the container, wherein the locking member is configured to be acted 
upon by the external key arrangement to selectively position the locking member into one of a 
locked position and an unlocked position with respect to the locking mate arrangement (figures 
15-17), and wherein the locking member is internal to the container in the unlocked position 
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(figures 2-3), as well as an actuation member on the distal end of the locking member (figure 10) 
extends beyond the container when in the unlocked position, as in claim 107. However, Jaeb et 
al. do not disclose the entirety of the locking member being internal to the container in the 
unlocked position. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to omit the actuation member from the distal end of the locking member, 
and actuate the locking member by means of the unlocking pin of the key to move the locking 
member into both the locked and unlocked positions, since it has been held that omission of an 
element and its function in a combination where the remaining elements perform the same 
functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 

Jaeb et al. further disclose a method for securing an asset within a container (10), 
comprising providing a lockable container (10) having a first cover (12), a second cover (14) 
pivotally coupled (16) to the first cover to enclose the asset within the container, a locking mate 
arrangement (50 and 54) coupled to at least one of the first and second covers, and a locking 
member (18) slidably coupled to at least one of the first and second covers, wherein the locking 
member is in an unlocked position, and wherein the locking member is internal to the container 
when the locking member is in the unlocked position (figures 2-3) and having an actuation 
member on the distal end of the locking member (figure 10) extends beyond the container when 
in the unlocked position, providing a key arrangement (24) for unlocking the container, the key 
arrangement having a receptacle arrangement (figure 15), wherein the receptacle arrangement 
has at least one magnet arrangement (90), positioning the container within the receptacle 
arrangement (figure 16), acting upon the container with the at least one magnet arrangement to 
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move the locking member from the unlocked position into a locked position with respect to the 
locking mate arrangement, such that the locking member engages the locking mate arrangement 
to secure the first cover to the second cover (figure 17), as in claim 108. 

However, Jaeb et al. do not disclose the entirety of the locking member being internal to 
the container in the unlocked position. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to omit the actuation member from the distal end of 
the locking member, and actuate the locking member by means of the unlocking pin of the key to 
move the locking member into both the locked and unlocked positions, since it has been held that 
omission of an element and its function in a combination where the remaining elements perform 
the same functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 

Jaeb et al. additionally disclose a method for providing access to an asset from within a 
container (10), comprising providing a lockable container (10) having a first cover (12), a second 
cover (14) pivotally coupled (16) to the first cover to enclose the asset within the container, a 
locking mate arrangement (50 and 54) coupled to at least one of the first and second covers, and 
a locking member (18) slidably coupled to at least one of the first and second covers, wherein the 
locking member is internal to the container in an unlocked position (figures 2 and 3) and having 
an actuation member on the distal end of the locking member (figure 10) extends beyond the 
container when in the unlocked position, and wherein the locking member engages the locking 
mate arrangement to secure the first cover to the second cover in a locked position (figure 8), 
providing a key arrangement (24) for unlocking the container, the key arrangement having a 
receptacle arrangement (figure 15), wherein the receptacle arrangement has at least one magnet 



Application/Control Number: 10/723,91 1 Page 25 

Art Unit: 3676 

arrangement (90), positioning the container within the receptacle arrangement (figure 16), acting 
upon the container with the at least one magnet arrangement to move the locking member from 
the locked position into the unlocked position with respect to the locking mate arrangement 
(figure 17), as in claim 109. However, Jaeb et al. do not disclose the entirety of the locking 
member being internal to the container in the unlocked position. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to omit the actuation 
member from the distal end of the locking member, and actuate the locking member by means of 
the unlocking pin of the key to move the locking member into both the locked and unlocked 
positions, since it has been held that omission of an element and its function in a combination 
where the remaining elements perform the same functions as before involves only routine skill in 
the art. In re Karlson, 136 USPQ 184. 

Jaeb et al. also disclose a lockable container (10) for securing an asset, comprising a first 
cover (12), a second cover (14) coupled to the first cover, the first and second covers configured 
to move between an open position which allows access to the asset and a closed position which 
encloses the asset (figures 1-3), at least one tab (54) portion coupled to the first cover, at least 
one corresponding tab (50) portion coupled to the second cover, and a locking member (18) 
operatively coupled to at least one of the first and second covers, wherein the locking member 
has a trap portion (64) and a release portion (figures 4 and 5), wherein the locking member is 
configured to move between an unlocked position in which the first and second covers can move 
to the open position and a locked position which locks the container in the closed position (22), 
and wherein the locking member is internal to the container in the unlocked position (figures 2- 
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3) and having an actuation member on the distal end of the locking member (figure 10) extends 
beyond the container when in the unlocked position, as in claim 110. However, Jaeb et al. do not 
disclose the entirety of the locking member being internal to the container in the unlocked 
position. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to omit the actuation member from the distal end of the locking member, 
and actuate the locking member by means of the unlocking pin of the key to move the locking 
member into both the locked and unlocked positions, since it has been held that omission of an 
element and its function in a combination where the remaining elements perform the same 
functions as before involves only routine skill in the art. In re Karlson, 136 USPQ 184. 

Jaeb et al. further disclose the locking member being configured such that, in the locked 
position, the at least one tab portion and the at least one corresponding tab portion are located in 
the trap portion and prevented from separating (figure 8), as in claim 111, wherein the at least 
one tab portion and the at least one corresponding tab portion face each other in an adjacent 
relationship when located in the trap portion (figure 8), as in claim 1 12, as well as the locking 
member being configured such that, in the unlocked position, the at least one tab portion and the 
at least one corresponding tab portion are located in the release portion and are allowed to 
separate (figures 6 and 7), as in claim 113. 

Jaeb et al. additionally disclose the top cover having at least two tab portions, wherein the 
bottom cover has at least two corresponding tab portions (figure 1), and wherein the locking 
member has at least one pair of trap portions located on opposite sides of the locking member 
(figures 4-5), as in claim 114, wherein the container is configured such that, in the locked 
position, one of the at least two tab portions and one of the at least two corresponding tab 
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portions are located in one of the at least one pair of trap portions in an adjacent relationship 
(figure 6), and the other of the at least two tab portions and the other of the at least two 
corresponding tab portions are located in the other of the at least one pair of trap portions in an 
adjacent relationship (figure 7), wherein the at least two tab portions are prevented from 
separating from the at least two corresponding tab portions (figure 8), as in claim 115, and 
further comprising an electronic security tag (paragraph 0005), wherein the electronic security 
tag is situated within the container and is inaccessible when the locking member is in the locked 
position, as in claim 116. 

Jaeb et al. also disclose the first cover having at least one pair of top closing walls (32) 
and the second cover includes at least one pair of bottom closing walls (38), and wherein the top 
and bottom pairs of closing walls are disposed so that when the first cover is closed upon the 
second cover (figures 1-3), each of the respective top and bottom closing walls sits behind the 
other of the respective top and bottom closing walls, thereby forming a double wall, and each of 
the respective top and bottom closing walls substantially overlaps a major portion of the height 
of the other of the respective top and bottom closing walls (figure 3), as in claim 117, wherein 
each of the at least one pair of top closing walls and each of the at least one pair of bottom 
closing walls extends the entire width of the respective first and second covers (figure 1), as in 
claim 1 18, as well as each of the at least one pair of top closing walls and each of the at least one 
pair of the bottom closing walls extends for substantially the entire width of the respective first 
and second covers (figure 1), as in claim 119. 

Jaeb et al. further disclose the first cover having at least one pair of top closing walls 
(32), wherein the second cover has top and bottom edges (42) that meet a backside of the second 
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cover, and wherein the at least one pair of top closing walls meets the second cover at the top and 
bottom edges to form respective seam portions (figures 2-3), as in claim 120, as well as the first 
cover has at least one pair of top closing walls (32), wherein the second cover has top and bottom 
edges (42) that substantially meet a backside of the second cover, and wherein the at least one 
pair of top closing walls meets the second cover at the top and bottom edges to form respective 
seam portions (figures 2 and 3), as in claim 121. 

Jaeb et al. additionally disclose a lockable container (10) for securing an asset therein, 
comprising a receptacle, wherein the receptacle has an open configuration (figure 1) which 
allows access to the asset and a closed configuration (figure 3) which encloses the asset, a 
locking mate arrangement (50 and 54) operatively coupled to the receptacle, and a locking 
member (18), wherein the locking member is configured to move between an unlocked position 
in which the receptacle is in the open configuration and a locked position which locks the 
receptacle in the closed configuration (22), and wherein the locking member is internal to the 
container in the unlocked position (figures 2-3), as well as an actuation member on the distal end 
of the locking member (figure 10) extends beyond the container when in the unlocked position, 
as in claim 122. However, Jaeb et al. do not disclose the entirety of the locking member being 
internal to the container in the unlocked position. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to omit the actuation member from 
the distal end of the locking member, and actuate the locking member by means of the unlocking 
pin of the key to move the locking member into both the locked and unlocked positions, since it 
has been held that omission of an element and its function in a combination where the remaining 
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elements perform the same functions as before involves only routine skill in the art. In re 
Karlson, 136 USPQ 184. 

Claims 18 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Jaeb et 
al., as applied above. 

Jaeb et al. disclose the invention substantially as claimed. Jaeb et al. disclose the locking 
member forms a single molded structure (figures 4 and 5), where the locking member is molded 
from a plastic material (paragraph 0005), as in claims 18 and 34. However, Jaeb et al. does not 
disclose the exact plastic material from which the locking member is molded. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made to choose 
a suitable plastic that would be capable of performing the suitable function desired for the 
locking member, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 1960). 

Claims 27-28 and 88-89 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jaeb et al., as applied above. 

Jaeb et al. discloses the claimed invention except for the resilient unlocked position 
flange of the stopping arrangement having a third magnetically attractable portion, as in calims 
27-28 and 88-89. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to include a third magnetically attractable portion to interact with a 
corresponding magnet arrangement of the external key arrangement, since it has been held that 
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mere duplication of the essential working parts of a device involves only routine skill in the art. 
St. Regis Paper Co. V. Bemis Co., 193 USPQ 8. 

Claims 37, 64, and 94 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jaeb et al., as applied above, in view of U.S. Patent Number 5,988,376 to Lax. 

Jaeb et al. discloses the invention substantially as claimed. However, Jaeb et al. does not 
disclose that either the first or second covers have a securing mechanism to retain an asset within 
the current container, as in claims 37, 64, and 94. Lax teaches of a container (200) used to 
securely retain an asset therein, by means of a securing mechanism (213) attached to a first or 
second cover of the container in the same field of endeavor for the purpose of releasably 
engaging a center aperture of a disk (column 14, lines 21-23). It would have been obvious to one 
with ordinary skill in the art at the time the invention was made to incorporate a securing 
mechanism, as taught by Lax, within a cover of Jaeb et al. in order to releasably engage a center 
aperture of a disk. 



Response to Arguments 
Applicant's arguments, see pages 45-48 of the remarks, filed September 23, 2005, with 
respect to the rejection(s) of claim(s) 1-17, 19-26, 29-33, 35-36, 38-63, 65-87, 90-93, 95-96, and 
107-130 under 35 U.S.C. 102 (b) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of different interpretation of the previously applied reference. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher Boswell whose telephone number is (571) 272-7054. 
The examiner can normally be reached on 9:00 - 4:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on (571) 272-6843. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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